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15. Please note the examiner and Art Unit handling this case has changed. Please direct all further 
communications to the below named examiner. 

16. Claims 1-43 and 48-54 are canceled. 

17. Applicant's election without traverse of in Paper No. 8 is acknowledged. Claim 55 is withdrawn 
from consideration as drawn to a non-elected invention. 

18. Applicant's request to withhold the filing of formal drawings until an indication of allowable 
subject matter is acknowledged. 

19. Claim 45 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 45 should be amended to replace "contains" with - has — . The sequence of 
Figure 1 appears to encode the entire 55 kDa protein, therefore an insoluble protein as claimed 
will have the amino acid sequence of Figure 1 and not contain it. Applicants' comments with 
respect to the traversal of the rejection are noted. Applicant apparently believes that the scope of 
the claim includes any other amino acids which do not alter the characteristics which are recited 
within claim 44 and that the claim is not indefinite. The specification provides not reaching or 
guidance with respect to what amino acids can be included without altering the recited properties 
nor is it clear from the specification how much deviation is allowed by the recitation of "about 
55Kd". Does the scope of the claim allow for deviation of 1, 5, 10, or 20 Kd or does the 
recitation allow for the addition of 1, 5, 10, or 20 amino acids. Clarification is requested. 

20. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or 
a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371° of this title before the invention thereof by the applicant for 
patent. 

21. Claims 44 and 46 and 47 are rejected under 35 U.S.C. 102(e) as being anticipated by Smith et al. 
[U.S. Patent No. 5,395,760]. Smith et al. teach a 55 kDa tumor necrosis factor receptor protein, 
DNA and expression vectors encoding the receptor. Applicant appears to argue that the reference 
is inapplicable in view of alleged prophetic examples. At issue is whether the patent places the 
invention with the grasp of the public. It is the Examiner's position that the teachings of the patent 
enable one skilled in the art to arrive at the invention as now claimed. 

Rejections predicated upon Wallach et al are withdrawn in view of the teaching that the TNF 
binding protein has a molecular weight of 27, 000 under both reducing and non-reducing conditions 
(see Wallach et al, 5, 359,037, column 1, lines 55-65). 
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22. Claims 45 and 56 are allowable. 

23. Papers related to this application may be submitted to Group 180 by facsimile transmission. Papers 
should be faxed to Group 180 via the PTO Fax Center located in Crystal Mall 1 . The faxing of such 
papers must conform with the notice published in the Official Gazette, 1096 OG 30 (November 15, 
1989). THE CM1 FAX CENTER TELEPHONE NUMBER IS (703) 308-4242 

24. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Christopher Eisenschenk whose telephone number is (703) 308-0452. The examiner can 
normally be reached Monday through Thursday from 6:30 am to 5:00 pm. A message may be left 
on the examiner's voice mail service. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Christina Chan can be reached on (703) 308-3973. Any 
inquiry of a general nature or relating to the status of this application should be directed to the Group 
180 receptionist whose telephone number is (703) 308-0196. 




June 5, 1997 

Christopher Eisenschenk, Ph.D. 
Primary Examiner 
Group 1800 



